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Intellectual Property Rights

Government and Patent Office Related Information

® On January 30, 2019, the JPO announced revisions to the Examination
Guidelines for Trademarks, specifying that the current imperial era
name and the other imperial era names shall not be registered as
trademarks due to lack of distinctiveness under Paragraph 1(vi) of
Article 3 of the Trademark Act. The pre-revision Examination
Guidelines specified only the current imperial era name.
(JPO, January 30, 2019)
® The Enforcement Regulations of the Patent Act and relevant ministerial
ordinances were put into effect, including revisions that enable
payment of patent fees and other fees by credit cards. From April 1,
2019, applicants can pay patent fees and other fees by credit cards.
(JPO, February 12,2019)
® The Cabinet approved the "Bill for the Act of Partial Revision of the
Patent Act" including creation of a new system under which neutral
technical experts conduct on-site inspections of suspected infringers,
and expansion of the scope of designs subject to protection.
(METI, March 1,2019)
® A new fee reduction/exemption system started for reducing
examination fees and patent fees (for years one through ten)
applicable to small and mid-sized enterprises, individuals, universities,
etc. Under the new fee reduction/exemption system,
reduction/exemption is permitted through a simple procedure
without the need to submit an application and certificates.
Meanwhile, the basic examination fee was raised by JPY 20,000.
(JPO, April 1,2019)

Cases and Others

® Nikon Corporation, a major optics manufacturer, announced that
Nikon and ASML in the Netherlands had reached a basic agreement on
settlement of legal proceedings over patents for semiconductor
lithography equipment and digital cameras. The agreement includes
payment to Nikon by ASML of EUR 150 million (approximately JPY 19.0

billion).
(Nihon Keizai Shimbun, January 23, 2019)

Business Information
® Toyota Motor announced that they will grant free access to patents
relating to hybrid vehicles (HV). Toyota aims to expand the HV market
by allowing competitors to have free access to HV technologies.
(Nihon Keizai Shimbun, April 3,2019)

® [BM Japan has developed a patent document reading support system

that enables technical experts to efficiently understand the essence of

a patent using a text analysis technology offered by the artificial
intelligence (Al) "Watson".

(Nihon Keizai Shimbun, April 10, 2019)
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Patents to Open up Tomorrow

This paper, so-called Japan's first patent white
paper, was published in 1968 by the JPO. Pointing
out the importance of Japan's own technical
development and corporate patent management,
the paper made a huge contribution to corporate
technical development and effective patent use in
the following decades. For details, see "Patents to
Open Up Tomorrow, and Its Era" in the Article
section of Vol. 14.
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Fukami Patent Office is celebrating in 2019 the fiftieth
Anniversary of its foundation. On behalf of myself and all of
our members, | would like to express our gratitude for your
support and guidance over the past 50 years.

A half century has passed since we established a small
office in Minamimorimachi, Kita-ku, Osaka in July 1969. In
retrospect, many things come to my mind. Of these, many
are memories of the great support and guidance we have
received from our client companies.

Since the foundation of our office, | have taken as our
model the large-scale Japanese patent offices located in
Tokyo, and have made every effort to make our office
somewhat comparable to them. One of my efforts in this
area has been to acquire and develop professional IP human
resources. As a result, over the past 50 years we have
succeeded in having a total of 87 in-house engineers
qualified as patent attorneys. Almost half of these
professionals have been continuously working in our office,
joined by other patent attorneys qualified outside. We now
have 90 patent attorneys, supported by groups of capable
engineers and secretarial members, totaling 249 members,
achieving an appropriate scale as a major patent attorney
office. A major issue that still remains is the further
enhancement of our business operations, and lies in directing
innovation to ensure steady development in the future.

Accordingly, | began the process of succession of our
office from ten years ago, and in October 2015, Mr. Yoshitake
Kihara joined as President of our office. Since then, more
than three years have already passed. Meanwhile, we have
achieved significant milestones in electronic data-based
orientation, clerical managerial and administrative
innovation, and we are steadily promoting the further
enhancement of our business operations, which has been
one of our major challenges. Itis our great pleasure that we
are realizing an office somewhat comparable to the size of
those in Tokyo, with both ongoing growth and stability, just
as | have dreamed since its foundation.

We also had a commemorative party on May 14, 2019 for
the 50th anniversary of the foundation of our office. We
should appreciate your further, continued support and
guidance for the coming 50 years.
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A rrRT R i5ET 8L SORFED =/ N\—T o

Fukami Patent Office, P.C. 50th Anniversary Reception

REABSRHNESD
Opening Address by Chairman Hisao FUKAMI
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Scene of the Venue
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Pleasant Talk at the Venue Projection of Pictures Closing Address by President Yoshitake KIHARA
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The Golden Jubilee Reception of Fukami Patent Office, P.C. was held on May 14, 2019 at Hotel Granvia Osaka.
The reception was opened with an address by Mr. Hisao FUKAMI, Chairman, expressing the gratitude of

the office to the attendees. Addresses by the representing guests and the ritual of

kagami-biraki sake barrel opening followed, and then a pleasant talk was enjoyed among the attendees,
while the projection of pictures entitled "The 50-Year History" was shown.

Finally, the reception was ended successfully with a closing address by Mr. Yoshitake KIHARA, President.
Thanks to the participation by many attendees, the splendid history of the office was looked back together,
while considering the office's bright future.
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Progress in Agricultural Techniques

Japan's population increased exponentially in the early Edo
period. The population was about 12 million at the beginning of
the Edo period, and increased to about 30 million by the Kyoho
era (the 1720s) - a two-and-a-half times increase over a period of
about 100 years. The population subsequently became saturated
at that level and plateaued until the Meiji period. Such
population growth means that food supply to support the growth
was possible, which was in large part due to the development of
new fields. The development of new fields then ended however,

and improvement in agricultural techniques followed.

Publication of Agricultural Books

As was mentioned in the last issue (Vol. 15) of this News
Letter, the time from the Kyoho era onward was also a time of
transition in the structure of a farming household from a large
family to a small family, a time when a family invested time and
effort to increase rice crop yields and additionally grew
commercial crops other than rice by trial and error. Agricultural
books were manuals that allowed anyone to improve agriculture
and introduce new crops. These books introduced agricultural
techniques taking account of the characteristics of regions from
Hokkaido in the north to Kyushu and Okinawa in the south, and
describe the know-how to refine day-to-day farm work. Three
officials of a village, called a shoya (village headman), a
kumigashira (assistant headman), and a hyakusho-dai (a farmers'
representative), were the leaders of the village who guided each
farming household based on such agricultural books to proceed
with agricultural improvement during this period. Leading
agricultural books included "Nogyo Zensho (Agricultural
Compendium)" by Yasusada Miyazaki, "Aizu Uta Nousho (Aizu
Farming Records)" by Yojiemon Sase, and "Menpo Youmu
(Technical Literature on Cotton Growing)" by Nagatsune Okura,
which were published in the middle to late Edo period.

Menpo Youmu

We will now turn to look at a portion of an agricultural book,
to see how to actually improve farming. To cultivate a field for
cotton growing, the "Menpo Youmu" by Nagatsune Okura sets
out as follows:

"For a field in the Sesshu area, you level the ground, put marks
at 2 shaku and 2 sun (about 66 centimeters) on the far side and
the near side of the field, place a distance measuring string
around the marks, hoe the field to draw a line, with the roots of
the string as a guide, and till a row of the line with a plow called
a nichougake (a tool with which to plant seeds of barley), to form
two lines of troughs and ridges with this line as the center."

Farming technique is introduced very specifically and fully in

July 2019 _vol.16
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this manner. The procedure was manualized to this degree of
detail just for creating a field for cotton, since cotton growing was
not always easy for farmers who had only experienced rice
farming. As the form of agriculture varies greatly with climate
and the conditions of the land, agricultural books were written
and published in all parts of Japan.

Fixed Tax System and Annual Tribute Rate

The agricultural books were widely read because farmers were
eager to increase agricultural production, wherever possible.
While it may be pointed out that the annual tribute was collected
strictly during the Edo period, and therefore, increased
production did not lead to increasing the farmers' income, this
was not really the case. Let us look at Hara village of the
Shinshu-Matsushiro domain as an example. This Hara village
had a crop yield of 849 koku (unit of volume), and an annual rice
tribute of 419 koku. The tribute rate was 49% - exactly
goko-gomin (fifty percent for the government, fifty percent for
the farmers). However, this number was seen in the mid-Edo
period. As Japan entered the Meiji period, the crop yield of this
village was 1713 koku, with additional productions of barley,
wheat, soybean, rapeseed, and so on, which translated into a total
of 2340 koku in terms of rice, and the tribute rate was 18%.
Following the Kyoho Reforms, the annual tribute was fixed by
the implementation of Jomen-Ho (fixed tax system). This
allowed farmers to work hard to increase harvest and enjoy the
increase as their income. It was precisely in this period that the
change in family structure occurred, from a large family to a small
family, and agricultural improvements described in the

agricultural books were delivered.

Prosperous Time

The annual tribute was basically collected in rice. From the
mid-Edo period onward, however, agriculture gradually shifted
emphasis to commercial crops. These crops were tea, mulberry,
lacquer, paper mulberry, as well as hemp, safflower, and indigo
(collectively called shiboku-sanso: four trees and three grasses),
plus cotton. Agricultural books described the details of every
possible work, including management, for such crops in each
region. These crops were naturally taken to market, providing
cash income to farmers. These farmers, with their extra money,
could now send their children to the village terakoya (small
private school), enjoy amateur village theatricals, and could even
take turns going on a pilgrimage to the Ise Shrine as a

once-in-a-lifetime trip.
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Nobel Prize Winners

I had an opportunity to look at the list of the Japanese Nobel
Prize winners when Dr. Tasuku Honjo received the Nobel Prize last
autumn. Up to now, 21 people in total received the Nobel Prize in
natural science fields: 9 people received the Nobel Prize in Physics,
7 people received the Nobel Prize in Chemistry, and 5 people
received the Nobel Prize in Physiology or Medicine. In these
fields, achievements related to the discovery of new substances
and methods, as well as the development of new materials,
were awarded in many cases. This shows that in any field of
scientific technology, researchers and engineers, having received
professional education in universities and the like, play an active
role in various companies and research institutions as the next
step. It is completely natural that many inventions made in such
companies and research institutions relate to new substances and
materials, and combinations and uses thereof.

Environment Surrounding the Chemical/
Biotechnology Division

The patent attorneys working in Fukami Patent Office spend the
largest amount of their time on filing and prosecuting domestic
and overseas applications, although our daily work also includes
the preparation of expert opinions, representation in oppositions
and trials, and support for licensing. Since Chairman Fukami,
our founder, comes from an electrical background, the electrical,
electronic, information, and mechanical fields have formed the
core of our office. With this background, the characteristics of
patent applications for chemical/biotechnology-related inventions
will be discussed.

First, one of the characteristics is that all clients of our office are
also clients of the Chemical/Biotechnology Division. That is, the
clients of the Chemical/Biotechnology Division include not only
chemical and biotechnological companies and public research
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institutions but also many electrical and mechanical companies.
The Chemical/Biotechnology Division undertakes patent
applications for inventions about new materials and combinations
thereof made by these clients.

It appears that many inventors are good at the research and
development of materials, and each client focuses its efforts
on the research and development of materials that form a
basis for the development of new technology. There is a deep
relationship between the above-described achievements awarded
with the Nobel Prize and the achievements in the research and
development of materials conducted by each client.

Efforts of the Chemical/Biotechnology Division

The Chemical/Biotechnology Division is working on the drafting
of specifications etc. pertaining to chemical/biotechnology-
related inventions. It is said that patent applications for chemical/
biotechnology-related inventions are strictly examined regarding
the description provisions of Article 36 of the Japan Patent Act and
notices of grounds of rejection due to the violation of Article 36
are often issued. Therefore, the Chemical/Biotechnology Division
takes special care during the drafting of the specifications in order
to avoid violation of the description requirements and to make
the exercise of patent rights possible and easy. This is specific to
patent applications for chemical/biotechnology-related inventions,
and we think that it is very important to avoid the situation in
which an infringer's infringement cannot be identified at the
time of exercise of a patent right because of an inappropriate
description, even if patent registration is achieved. Another
characteristic is that these efforts are reflected in the specifications
of the patent applications for chemical/biotechnology-related
inventions.

Efforts to Deal with Globalization

Many of our Japanese clients are increasing their manufacture
and sales overseas. In order to deal with the globalization of
our clients, our office tries to draft the specifications etc. in
consideration of the prosecution of foreign applications at the
stage of national applications. Our office strives to use concise
and clear Japanese expressions that can be easily translated into
English. Furthermore, the globalization of our clients also pushes
forward the overseas shift of research and development bases, and
inventions completed overseas are increasing. As a result, more
clients are struggling with the handling of patent applications for
their inventions.

For example, an application for an invention made in the United
States should be filed first in the United States. However, when
preparing a well-constructed Japanese specification and filing an
application in Japan first, and then, filing an application in each
country is considered to be advantageous, it is recommended to
obtain permission from the USPTO and transfer the first country
to Japan. A further characteristic is that these efforts are reflected
in the specifications of the patent applications for chemical/
biotechnology-related inventions.
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From Edison to GE

— International Expansion of Patents and Historical Experience Thereof —
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1. Introduction

Inventions and patents were closely involved in the
development of electrical technology and hence the electrical
industry, including power generation, transmission, and
distribution, as well electric appliances and the like prompted
by the invention of an incandescent lamp by Thomas A.
Edison. By looking at this process, you can see a pioneering
model of the transition from an invention by an individual
to an invention by an organization, the establishment of the
systematic management of a large number of patent rights,
and the global patent management across national borders.
In this article, | would discuss the international protection of
patents in electrical technology, by focusing on the transition
from Edison to the General Electric Company (GE) and the
historical process of establishing a patent management
system in Japan.

2. Edison's Invention of the Incandescent Lamp

It was 1879 that Edison aimed at inventing an incandescent
lamp. An English inventor, Joseph Swan had already
conducted an experiment with an incandescent lamp
successfully, and there had also been more than 20 patents
held by other inventors for incandescent lamps. It is not
Edison who originally invented the incandescent lamp; rather,
Edison improved it. In making an invention, he had a habit
of reading any material related thereto, and accordingly,
he re-read Swan's papers. Therefrom, he discovered that
carbon was used as a material for a heat generating element.
Edison thought that if an incandescent lamp was used, many
electric lamps should be connected in parallel, and if so, it
would be necessary to cause it to generate heat with high
voltage and low current, and accordingly, the heat generating
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element should have large resistance. Therefore, how it
is implemented with carbon is an issue in developing the
incandescent lamp.

Edison created a carbon rod of 8 inches in length and
0.06 inches in diameter and succeeded in causing it to emit
light on October 11, 1879, and on October 22, he had similar
success with a carbonized filament having a diameter of 0.013
inches, thus achieving a resistance of 113 ohm. Moreover, the
incandescent lamp emitted light for more than 10 hours. This
he made a patent right. US Patent No. 223898 has a claimed
scope as follows:

"An electric lamp for giving light by incandescence, consisting of a
filament of carbon of high resistance, made as described, and secured to
metallic wires, as set forth."

It is amazing that such a wide claim had been allowed.
Edison's incandescent lamp is distinguished from Swan's
only by a carbon filament having a large value in resistance.
Swan's heat generating element was a carbon rod, whereas
Edison's was a filament. Edison asserted that a light emitter
of high resistance is novel and important, and succeeded in
having the patent examiner in charge allow the claim.

3. Edison's Limit

In 1878, major members of the New York business
community invested in the establishment of the Edison
Electric Light Company with a capital of 3,000 shares or
300 thousand dollars, of which 2,500 shares were given to
Edison. What is noteworthy is that the company had been
established before Edison invented the incandescent lamp.
They appreciated his past inventive activities and decided to
make a prior investment in view of the future development of
the lighting business.

Edison's aim was to invent the entire power system. He
assumed a consolidated power supply system similar to
such a system for gas, and envisaged a system that includes
devices such as a parallel circuit, an electric lamp of high
resistance, a power generator, an underground conductive
wire network, a constant-voltage maintenance device, a safety
fuse and an insulating material, a switch, etc. Edison acquired
1093 patents in his lifetime, of which 389 patents are relevant
to electrical lighting and power.

In the subsequent development process, however, he made
a big mistake. He made the wrong choice in determining
which one of DC or AC systems should be adopted. While
electrical technology initially started with direct current, soon
after that everyone noticed that the DC power system has
a limitation. With a direct current, it is difficult to change
voltage, and accordingly, a voltage used at home, that is, a
voltage of about 100 to 200 volts at most, must be applied
to transmit power from a power plant. This results in a large
current and hence an excessively large power loss. The
solution to this was alternating current. Alternating current
allows voltage to be easily changed through a transformer,
and this allows high voltage to be applied to transmit power
from a power plant and converted to low voltage once the
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power has entered the city.

While Edison's rival, Westinghouse Electric Corporation,
immediately understood the benefit of alternating current,
Edison could not appreciate it and rejected it. While Edison
stubbornly refused using alternating current, in reality,
alternating current was adopted and applied to the actual
technology. When looking at the share of power plants in the
United States, while only 10% used the AC system in 1890, this
rose to 43% in 1897 and 69% in 1902.

4, Establishment of GE

The Edison Electric Light Company, the company
established in 1878 and serving as the center in development
of incandescent lamps, had its capital increased by three times
two years later, and the capital increase was bought up mainly
by the Morgan Group. In 1882, a lawyer who responded to
a request by Morgan was appointed President of the Edison
Electric Light Company, and in 1889, the company was
renamed Edison General Electric and in 1892 merged to form
General Electric (GE). Edison no longer had any position in
the company. Why did Morgan and others try to remove
Edison from the development and production of electric
lighting and power systems? While there was the problem
of choosing either direct current or alternating current, they
were also concerned about Edison's large-scale vision to
develop an entire power system, and the strategy to use the
patent right therefor to monopolize everything and exclude
other companies was also a matter of concern. According to
the idea of Morgan and other capitalists, what was necessary
is invention, and if it has a patent, buying it would suffice.
When considering the cost and risk of inventing everything
from scratch, and also considering the balance within the
industry, Edison's style and strategy were clearly an obstacle.
In fact, four years later in 1896, completely independent from
GE, a light bulb cartel was formed with Westinghouse Electric
Corporation through a patent cross-license agreement. It
was a strategy very different from Edison's grand vision for his
patent strategy.

GE's initial policy was to purchase necessary technology
externally. However, external inventors' technologies and
inventions alone cannot cater to all the rapidly developing
electrical technologies. In addition, it was also a problem
that Edison's patent for his incandescent lamp also had an
expiry date. Furthermore, the European electrical industry
was developing remarkably, and this had to be coped with.
From Europe, the invention of an incandescent lamp using
a metal filament had also been introduced. Accordingly,
as had been considered by Edison, technologies including
power generation, power transmission, power transformation,
motors, lighting, etc. all needed to be developed in-house,
and in 1900, GE established the General Electric Research
Laboratory. While the company was initially critical of Edison's
comprehensive inventive activities related to electricity,
ranging from power generation to lighting, the company later
engaged in organizational large-scale development. This
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resulted in a large number of inventions.

5. International Patent Network

Electrical technology is a technology typically characterized
by the accumulation of improvements. A number of
improvements were added and as a result a large number
of inventions were created. In fact, while GE filed about 30
patent applications in the United States in 1892, the company
filed 90 cases in 1895, 250 cases in 1900, and more than 500
cases in 1904. Then, the invention of a tungsten filament light
bulb by Coolidge, which GE considered most important, made
its appearance. This invention was the result of advanced
development made through laboratory scientific research,
and it had the potential to acquire a patent right that could
control the global market.

The biggest challenge was how to globally acquire patent
rights for the vast number of these newly-created inventions.
While it was a matter of course that GE would acquire such
patent rights in the United States, acquiring the patent rights
in other countries require filing other patent applications in
those countries. This is a cumbersome procedure that entails
a large financial burden. As electrical technology and its
industry were burgeoning, GE, at the forefront thereof, was
required to create many inventions and build a new business
model to acquire patent rights for them.

The solution thereto lay in making international patent
agreements with partner companies in major countries. In
the United Kingdom, GE made an agreement with British
Thomson-Houston Co,, Ltd. in 1897, and in Germany, formed
an affiliation with Allgemeine Elektricitats-Gesellschaft. The
agreement and affiliation were bilateral. Specifically, BTH Co,,
Ltd. transferred their patent rights in the US and Canada to GE
and GE instead transferred their patent rights in the UK to BTH
Co., Ltd. For new patent applications, the transferee bore the
burden and responsibility for the procedures and expenses
etc. therefor. For the US and Canadian markets, GE could act
exclusively, and in the UK and its territories, BTH Co., Ltd. could
do so. The agreement with AEG was similar. For Canada,
France, etc, in contrast, a unilateral agreement was made,
judging that there was nothing important in counterpart
patents, and the main issue was to transfer GE's patents to
counterpart companies and divide markets. Such agreements
to divide the international market by using patents were
generally made at that time although such an agreement
would currently not be permissible.

6. GE and Toshiba

Toshiba Corporation originated from Hakunetsu-sha Co.,
Ltd., established by Ichisuke Fujioka and Miyoshi Shoichi in
1890, and was later renamed and developed as Tokyo Electric
Company in 1899. Tokyo Electric Company manufactured
several tens of thousands of carbon filament bulbs a year, but
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their quality was unreliable, and when considering the then
rapidly developing electrical technology, the introduction
of foreign technology was inevitable. It was GE that Tokyo
Electric Company considered as their partner therefor. In
response, GE sought a partnership agreement that set capital
participation and technological cooperation together, and
the agreement was finalized in 1905 to allow GE to own 51%
of the issued shares of Tokyo Electric Company. Their patent
agreement made in that year stipulated as follows: "General
Electric of the United States transfers their secret production
methods and their rights to use patents to Tokyo Electric
Company through a contract." As a result, Tokyo Electric
Company succeeded in manufacturing 720,000 light bulbs in
1906, and 2.45 million light bulbs in 1910.

In 1919, GE and the Tokyo Electric Company signed a new
patent agreement. While until then Tokyo Electric Company
obtained a right to use GE's patent rights, the new patent
agreement stipulated that Tokyo Electric Company would
carry out procedures for obtaining patent rights for GE's
inventions in Japan, and also own the patent rights. Article 6
of the Agreement, stipulates as follows:

"Article 6. Within the scope of this contract, Tokyo Company
shall have a right to receive a patent in Japan in its name
for an invention made by an employee of General Electric
or to receive such a patent transferred thereto (hereinafter
omitted) (originally sourced from Mitsui Library, material from
a compilation of Toshiba's company history, and quoted from
S. Nishimura "Japanese development of international patent
management," p. 118)."

Now that GE's right to receive patents for their inventions in
Japan and their patent rights in Japan have been transferred
to Tokyo Electric Company, the company bore the burden
of carrying out procedures for filing patent applications and
maintaining patent rights in Japan for GE. Accordingly, it
became necessary for the Tokyo Electric Company to conduct
patent management through an in-house management
system similar to that of GE. In 1921, the Tokyo Electric
Company set up a patent department under the direct
control of the president, and built a patent management
system similar to that of GE. The patent department's first
manager, Mr. Komatsu, was dispatched to the United States
and Europe to investigate GE's patent management system at
their headquarters, and after that, the department's successive
managers were dispatched to the GE headquarters in the US
as well.

In the field of power generators and motors, Shibaura
Seisakusyo also promoted affiliations with GE, and in 1909
signed an agreement on capital and technology, with
GE owning approximately 30% of the capital of Shibaura
Seisakusyo. In 1919, an agreement was made to allow
Shibaura Seisakusyo to file patent applications for GE's
inventions of power generators and motors etc. and hold
their patent rights. Accordingly, Shibaura Seisakusyo had
in-house personnel in charge of patent management, and
Mr. Nobuchika Sugimura was appointed as the first chief
thereof. In 1919, he visited GE in the US and learned patent
management.

The Tokyo Electric Company and Shibaura Seisakusyo
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received documents of unpublished inventions successively
sent from GE one after another, all written in English. Their
personnel initially read through these documents and
provided their information to engineers in laboratories or
development and design departments, and, after a close
exchange of opinions, determined whether to file a patent
application therefor in Japan or not. Not only did they obtain
patent rights, but the Tokyo Electric Company and Shibaura
Seisakusyo were also able to enjoy an extremely advantageous
situation allowing their research, development and design
engineers and patent personnel to share GE's latest electrical
technology information.

After that, as well as Tokyo Electric Company or Shibaura
Seisakusyo, other electric companies in Japan also set up
patent management departments in-house. Mitsubishi
Electric Corporation set up a patent management department
in the mid-1920s. Fuji Denki Seizo had one since its
foundation. Hitachi Ltd. appointed two personnel in charge
of patent management in 1921. As a result, these four
heavy electric companies set up a patent affairs meeting
and formed a system for regular discussions, which led to
the establishment of the Juyokai in 1938. This was also
the era when a model of a corporate intellectual property
management system was being developed.

7. Conclusion

As has been mentioned above, electrical technology is
a technology typically characterized by the accumulation
of improvements. A large number of patent rights bring
about a large amount of improved inventions. How this
large quantity of inventions and patents obtained through
corporate activities should be managed and utilized had
been a major administrative issue since the early days of the
electrical industry that arose at the end of the 19th century.
The transition process from Edison to GE and the international
alliance around GE's patent rights can be understood as a
model for addressing such issues. In order to secure the large
number of important inventions that were created in its R &
D department as international patent rights, GE adopted a
strategy to affiliate with electric companies in other countries,
to mutually transfer patent rights and also share the burden
for acquiring patent rights. In addition, they also split markets,
which was subsequently denied considering issues of antitrust
law. Nevertheless, rather than utilizing patent rights relating
to electricity as a cumulative type of technology exclusively
in-house, development was seen through cross-licensing with
other companies to allow them to use each other's patent
rights. At the same time, the patent management system
established by GE was also expanded internationally.
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1. Introduction

Here at Fukami Patent Office, we established an Al-loT
intellectual property support team (hereinafter "Al team") in
July 2018. | would like to introduce the activities of the Al
team in this article.

The Al team is composed of cross-divisional members
including not only patent attorneys in the Electrical/
Information Divisions but also patent attorneys in the
Mechanical and Chemical/Biotechnology Divisions. Al-loT
technology is spreading rapidly as a kind of basic technology,
and competition to develop new products and services
utilizing Al-loT technology, rather than Al-loT technology itself,
is becoming more intense. We are increasingly asked about
the protection of new ideas utilizing Al-loT technology, even
from clients that have conventionally been less relevant to
information technology, such as in the raw materials field and
the chemistry field.

Based on this technological trend, one or more patent
attorneys are selected as team members from each of the
Electrical/Information Divisions, the Mechanical Divisions,
the Chemistry/Biotechnology Division, and the International
Patent/Design Division. Each team member is responsible for
acquiring knowledge and information through their activities
in the Al team, and enlightening the staff members in his or
her division using the knowledge and information gained.
We are creating a framework that can provide higher quality
services to our clients, using the Al team as a core.

2. Al and loT-Related Technologies and
Inventions

Although the term "Al" itself, which means Artificial
Intelligence, is not new, it has been often used in recent years
to mean inference technology using a trained model obtained

July 2019 _vol.16



EFBERBREINSFELTVE LD, HFTIE. FEZ
BratFE R EDRHNFEBICLDBONICEZEEFETILE
RAVCHESREMB ROZDINE. ELolcBKRTRLS NS
CENBLHEOTVFET,

T/ DA 5 —=xwv h(nternet of Things) ZEK 9 &
[oTlld. SFRTAVF—vy MIFERENTLED DI
T/ ERAVEI—RY MIERIT D EBKIUZNICEL O TR
HEINDIFALHIT—ERZBZIT DR T,

AIB KU oTIFZENZURBEOEAMT CI A mfdiiafEdr
BHELHTET. BIRIRE. OTICKDFRLEE/ DHBINES
NeXEDER (WD DE Y I T—%5)%ZAITUET S
EDFREICIED, TNUCKR O THIHEREPT—E Az
TADCENTEDRDICHEDFT,

S, AlZFI R Ure R (U, TAIBS:ERBA D (SDWTIE.
TEFRIB(CHRDMERDFERICHR LT, UITOXK DR
HOFT,

(MUEBOEFZILET 5 EHHEH

AlICBVTHATNSZEEETILIE. KREQHEMT—5
ZRAVWCISA—YZREILT O ETERINETT . FH
BETIVERETD /(S A—yZRELT DUEFFEL
BIEFENTT. &8, ZREFETIVZAVTRRZ LS
I OUNIB(F HEERLIE | S FENF T

BE, FBUNBICIDRESNINSA—FZRIEITFT
F. FEBETIVICBVTCTEDK DIFAMLEARITEINDHDM
[CODVWCTHBET & &IFTEFR B AL BIRIF. ADBEZHX
STRELTESNICERD S, TOADURIZHRIT DX
SHEBRETIEZER UCBEIC. EOKXDERIE - AR
THRZHRIT DN ZEZTDERSNICEEEET VL SIE
EIDEFBBClEHDOFIREA.

TlEHBE. AIBERBICEVNTIE. BITSNTLDER
HFIE (BIZ L, MRIZHIRIT Bl C. BERFDELZ
TOEEZHETOEE) ZIRIETH LML, TN,
AIBEHBEZ I LU —LTREITDICHIc>T,. HFED7 T
O—F 2R URKIF NS BTN EZBKRULE T,

(2) ZEM L REDIREI D HBE

AlZRR UG  Y—EXZRHTEITDIICHIco>TIFE, H
BW(C(F. OEIHT—FDNE. OQNELIET—FICS
NIV G5 UTCHEN T — 5245/, @B T—5ZRA0cZE
BEETIVDER. @FZBBZETIVZRVCER Y—EX
DR 2, EVOBHOT I —XDEFEET D EITK
DFET, INHDEHDT T —XFEIFICETEINDHDDT
FEL. FEBET T —XDRICDERICK OTERITEINS
EBEVNEEZONE T,

ZDIcsh. AIFBEFHEADHREZ T H(CHlcoTlE. LT

@t | Article = Al loTHIBF 1B F — LD TEERE

by machine learning such as deep learning and reinforcement
learning, and the application thereof.

"loT", which means Internet of Things, is a concept that
includes connecting to the Internet things that have not been
connected to the Internet previously, and various services
provided thereby.

Although Al and |oT are independent technologies,
combining these technologies allows Al to process a large
amount of information (so-called "big data") collected from
various things by IoT, for example, and thereby can provide
new products and services. In particular, an invention using Al
(hereinafter an "Al-related invention") has the characteristics
as described below, when compared with conventional
inventions related to information processing.

(1) It is difficult to understand the essence of processing.

A trained model used in Al is generated by optimizing a
parameter using a large amount of training data. Processing
for optimizing a parameter that defines a trained model is
called "learning processing”. On the other hand, processing
for outputting a result using a trained model is called
"inference processing".

Generally, it is impossible to understand what kind of
processing is performed in a trained model just by looking at
a parameter determined by learning processing. For example,
in the case where there is generated a trained model that can
determine the gender of a person from an image obtained by
taking the person's face photo with a camera, it is not easy to
understand, from the generated trained model, what kind of
rules and principles are applied to determine the gender.

That s, in an Al-related invention, it is difficult to understand
concrete processing being performed (for example, extracting
a region indicating the person's hairstyle in the image to
determine the gender), and this means that it is required
to consider a specific approach in defining an Al-related
invention by claims.

(2) Protection should be considered from various aspects.

In providing a product/service using Al, typically, there
exist multiple phases such as (i) collecting related data, (ii)
labeling the collected data and generating training data,
(iii) generating a trained model using the training data,
and (iv) creating and providing a product/service using the
trained model. These multiple phases are not performed
simultaneously, and it is conceivable that these phases are
often performed by different subjects.

Accordingly, in filing an application for an Al-related
invention, it is necessary to consider matters such as which
phase should be focused on, and which subject should be
targeted, from various aspects.

(3) Practice results are being accumulated.

Practice for Al-related inventions has not necessarily been
established in both the examination stage and the right
utilization stage, and is in an unfixed state.

As to examination, the Patent Office in each country is
promoting revision of the examination guideline, in response
to an increase in the number of patent applications of Al-
related inventions. Concerning such an update of practice by
the Patent Office in each country, it is necessary to continue
carefully investigating actual practice and the like.
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Also as to right utilization, the lawsuit between freee KK. and
K.K. Money Forward (2016 (Wa) 35763) has attracted attention
as an infringement litigation about an Al-related invention.
However, partly due to the small number of litigation cases,
issues specific to Al-related inventions, such as difficulty in
determining infringement, still remain unsolved for the most
part.

3. Contents of Activities of the Al Team

Considering the circumstances as described above, the Al
team is promoting the activities as described below.
(1) Case studies

The Al team is investigating published and registered
publications and the like of the Patent Office in each
country to collect information on what kind of claims and
specifications should be prepared. In particular, concerning
noteworthy cases, the Al team is also checking examination
progress and analyzing the contents of notices of grounds of
rejection and the like. Based on such information, the Al team
is planning to provide a summary as a guideline for preparing
specifications and claims.

(2) Information collection

The Al team is preparing to provide the latest practice
information by collecting information in each country released
by the relevant Patent Office and provided by the country's
leading attorneys.

(3) Understanding of Al-loT technology and staff education

In order to protect an idea on Al-loT technology accurately
and appropriately, attorneys also must have sufficient
technological knowledge. Accordingly, the members of the Al
team are deepening their understanding of Al-loT technology
itself, and educating staff members about Al-loT technology
based on their understanding.

(4) Holding Al-related seminars

We held a "working-level seminar on Al-related inventions"
in December 2018, in both Osaka and Tokyo, by inviting
attorneys from the U.S,, Europe, and China as presenters, in
addition to a presenter from the Al team. In the seminar, with
the objective of providing a guideline for preparing a globally
compatible "almighty" specification, we adopted an approach
concerning a hypothetical case prepared by the Al team,
whereby the attorney from each country drafted claims in
consideration of the patent practice in each country, and the
drafted claims were compared with each other. We believe
that such an approach based on a common hypothetical case
was useful to clarify the points that should be paid attention
to in the patent practice in each country.

We have also held seminars for engineers or personnel in
charge of intellectual property, upon request from some of
our clients. In such a seminar, we provide content specific
to meet our clients' requests (such as giving advice about
application filing strategies including the trend of other
companies in the same business, providing education for
engineers, for example).
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4, Conclusion

It is expected that Al-loT technology will be increasingly
sophisticated, and the application range of Al-loT technology
will also be increasingly spread. The Al team is also planning
to conduct activities necessary to meet the needs of the times.

We expect that patent practice for Al-loT related inventions
will continue to be established through the accumulation
of actual results, and we would like to continue providing
the latest information to our associates and clients through
seminars and the like for the maximum protection of
intellectual property.

If you have any concerns about the protection of intellectua
property related to Al-loT, we are pleased to address your
concern under the leadership of the Al team, so please feel
free to contact us. We are also ready to individually hold a
seminar and the like, if requested.

The Al team is committed to continue supporting our
clients' intellectual property activities related to Al-loT.
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1. Introduction

The Internet has become an indispensable infrastructure
for our daily life. Most necessary information is available
through Internet searches. It is quite common to exchange
information instantaneously through electronic mail or SNS
and it is also quite common to do online shopping. In recent
years, a new society is being designed based on sophisticated
Internet technology, such as using artificial intelligence to
analyze and make use of big data obtained through loT
technology.

With the widespread use of the Internet, trademarks on the
Internet have become used more often. Many companies use
trademarks for presenting products and/or services on their
own homepages, and many companies use trademarks for
selling products or offering services online.

The Japan Trademark Act as revised in 2002 explicitly defines
"use" of marks as: the act of providing, through an electric
telecommunication line, goods or the like to which a mark is
affixed (Article 2, Paragraph 3(ii)); in the course of providing
services through an image viewer by using an electromagnetic
method, the act of providing the services by displaying a mark
on the image viewer (Article 2, Paragraph 3(vii)); and the act
of providing, by an electromagnetic method, information
on contents such as advertisement materials, price lists or
transaction documents relating to goods or services to which
a mark is affixed (Article 2, Paragraph 3(viii)), and thus specifies
use of trademarks on the Internet.

Use of trademarks on the Internet, however, may involve
problems specific to the Internet that have not arisen in the
past.

As Internet search services have been developed for users
to be able to obtain appropriate information adequately,
companies have done marketing actively by making use of
search engines (search engine marketing) so that a company's
website is displayed at a higher rank on a search results page,
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or a company's advertisement relevant to search keywords is
displayed. Any advertiser may potentially use search engine
marketing to include a competitor's trademark in advertiser's
search keywords or the like so as to generate search results
advantageous to the advertiser. Since the revision of the
Japan Trademark Act in 2002, there have been court decisions
on infringement of trademarks used in such a manner as
mentioned above specific to the Internet.

This article discusses use of trademarks on the Internet in
light of such judicial precedents.

2. Use of trademark in title tag and meta tag

A title tag and a meta tag are header information written
in an HTML source code for a webpage. Words specified
as a title tag are usually displayed as a headline on a search
engine results page, or displayed as a headline in a browser
tab. A meta tag mainly includes a meta description and meta
keywords. Words specified as a meta description are usually
displayed as a description under a headline on a search engine
results page. In contrast, words specified as meta keywords
are generally used by search engines, rather than displayed
directly on a search results page.

(1) "DIAL 110 FOR CARS" case (Case No. 2004 (wa) 12032)

As a meta description in an HTML file for the top page of a
defendant's website relating to car maintenance and other
services, the defendant wrote the characters "kuruma no 110-
ban (which means dial 110 for cars)" similar to a plaintiff's
registered trademark. These characters were included in a
webpage's description displayed on a search engine results
page.

The court decided that a webpage's description displayed
on a search engine results page is identified as an
advertisement for an advertiser's service, and the act of writing
a meta description in an HTML file in such a manner that the
description is displayed on a search engine results page is
regarded as the act defined in Article 2, Paragraph 3(viii) of the
Japan Trademark Act. While the characters "kuruma no 110-
ban" were included in the webpage's description on a search
engine results page, these characters were not displayed on
the defendant's website itself. The contents of the webpage's
description, however, were relevant to the contents of the
linked defendant's website. As such, the defendant's use
of the characters was identified as the act of using them
as a trademark, and accordingly regarded as infringing the
plaintiff's trademark.

(2) "IKEA" case (Case No. 2012 (wa) 21067)

As a title tag and a meta description in an HTML file for a
defendant's retail website, the defendant wrote characters
such as "IKEA STORE" and "IKEA TUUHAN (which means IKEA
online shopping)" similar to a plaintiff's registered trademark.
These characters were included in a webpage's description
displayed on a search engine results page.

The court decided that the act of writing a title tag and a
meta description in an HTML file in such a manner that the
title tag and the meta description are included in a webpage's
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description displayed on a search engine results page is
regarded as the act defined in Article 2, Paragraph 3(viii) of the
Japan Trademark Act, and such an act induces customers to
access the defendant's website by indicating the source of the
defendant's service. The defendant's act is thus identified as
use of a trademark, and accordingly regarded as infringing the
plaintiff's trademark.

(3) "BIKE LIFTER" case (Case No. 2015 (wa) 547)

In an HTML file for a defendant's website relating to carrying
dollies, the defendant wrote, as meta keywords, the characters
"bike lifter" substantially identical to a plaintiff's registered
trademark, and wrote, as a title tag and a meta description,
the characters "bike shifter" similar to the plaintiff's trademark.

As to the title tag and the meta description, the court
decided, as in the two precedents mentioned above, that the
defendant's act is identified as the act defined in Article 2,
Paragraph 3(viii) of the Japan Trademark Act, thus identified as
use of the characters as a trademark, and accordingly regarded
as infringing the plaintiff's trademark. In contrast, the meta
keywords merely function to cause a website's hit as a search
result. As long as the source is not displayed, the keywords
are not displayed as well. The meta keywords are therefore
not regarded as being used in a manner to be recognized
visually. For this reason, the defendant's act of using the meta
keywords was not identified as the act defined in Article 2,
Paragraph 3(viii) of the Japan Trademark Act, and accordingly
regarded as not infringing the plaintiff's trademark. The
plaintiff asserted that a user who enters a trademark as search
keywords on a search site should visually recognize meta
keywords for the defendant's website, and therefore, the
defendant's use of the keywords should be regarded as use of
the keywords as a trademark. In response, the court rebutted
the plaintiff's assertion on the ground that it is well known
that there are various degrees of relationship between search
keywords and search results on a search site.

3. Use of Trademarks for Listing Advertising

Listing advertising is a way of advertising for placing
advertisements on webpages in response to search keywords
entered on a search engine. An advertiser can select and
register keywords so that their advertisements can be targeted
to users having high interest in the keywords. It should
be noted that the keywords themselves are not indicated
on advertisements, and the advertiser specifies a headline,
copies, and a display URL, for example, that are to appear on
an advertisement.

+ "SOAP VARIETIES" case (Case No. 2016 (ne) 1737)

The plaintiff in the first instance had registered trademarks
including "sekken hyakka (which means soap varieties)" to be
applied to soaps as goods. The defendant in the first instance
ran a major EC mall and did listing advertising. A defendant's
listing advertisement was displayed in response to search
keywords such as "sekken hyakka" entered on a search engine.
The advertisement included a headline in which characters
such as "sekken hyakka" were indicated, and a URL link to the
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EC mall website of the defendant. On the linked website,
results of searches conducted in the EC mall with keywords
such as "sekken hyakka" were displayed. In this EC mall,
tenants prepared their shops' webpages by themselves for
selling their products in the mall.

The decision in the first instance (Case No. 2014 (wa) 8187)
stated that the advertisement itself shows no goods arranged
for sale, and the sole advertisement is not identified as an
advertisement for specific goods. The decision also stated
that although the advertisement and the linked webpage
taken in combination as an integrated advertisement may
be regarded as an advertisement identifying the source of
soaps, the contents of the linked webpage are determined
depending on keywords used in each tenant's shop page,
rather than determined as designed by the defendant and
used by the defendant. The decision accordingly concluded
that the advertisement and the linked webpage cannot be
taken in combination as an integrated advertisement.

In the appeal, the court stated that if the webpage to
which the advertisement is linked shows soaps arranged
for sale, users recognize the webpage combined with the
advertisement as an advertisement for directing the users
entering search keywords "sekken hyakka" or the like on a
search engine, to a webpage of a tenant shop displaying
soaps arranged for sale in the EC mall of the defendant. The
court decided, however, that the act of the defendant is not
regarded as the act defined under Article 2, Paragraph 3(viii)
of the Japan Patent Act, and accordingly did not infringe the
plaintiff's trademark, for the following reason. The fact that
"sekken hyakka" or the like is indicated on the advertisement
and soap goods are arranged for sale on a webpage to
which the advertisement is linked, through a system for
searching tenant shops' webpages prepared by the shop
owners on their own authority, should not be regarded
immediately as intended by the appellee (defendant in the
first instance). While details are not known due to restricted
access to the court's decision, it is inferred that keywords
for listing advertising of the major EC mall were registered
automatically/mechanically in any manner, rather than
registered as intended by the defendant in the first instance.
If, however, the defendant in the first instance has become
aware of the fact that such a form of the advertisement
may infringe the trademark serving to identify the source of
goods/services, the defendant is responsible for stopping the
advertising in this form within a reasonable period of time.

4, Discussion

Some issues in the use of trademarks on the Internet
have been revealed through the above-referenced judicial
precedents.

(1) Visibility of trademarks

Title tags and meta tags are legally in a gray area, because
characters in header information of an HTML source code may
be regarded as usually invisible to users.

The judicial precedents establish that a title tag and a meta
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description are shown on a search engine results page, and
therefore regarded as being used as a trademark. In contrast,
meta keywords are not visible to users unless the source is
displayed, and are therefore not regarded as being used as a
trademark.

Like search keywords specified for listing advertising,
characters and the like used for webpages are not necessarily
visible to users on the Internet. In view of the fact that
trademarks are inherently perceivable as a mark identifying
the source of goods/services, it is reasonable to make a
decision on trademark infringement based on visibility of the
trademark.

If, however, an advertiser intentionally specifies a trademark
of another party as keywords so that users are directed to a
third party's webpage different from a trademark owner's
webpage to cause confusion, the advertiser's use of the
trademark infringes the trademark serving to identify the
source of goods/services. In such a case, the trademark owner
should be protected in any manner even when the trademark
is substantially invisible.

(2) Relevance of display of trademarks to goods/services

In the Soap Varieties case, a decision was made on whether
a listing advertisement is regarded as an advertisement for
specific goods, and whether an advertisement displaying a
trademark and a webpage linked from the advertisement and
showing goods are regarded in combination as an integrated
advertisement.

Multiple webpages are linked to each other on the
Internet, and users move from one webpage to another
webpage frequently. A webpage displaying a trademark
may be separate from a webpage showing goods/services.
Whether these webpages can be regarded in combination
as an integrated advertisement and, if so, whether it can be
recognized clearly that the trademark identifies certain goods/
services on the webpage are likely to be at issue.

(3) Agent of action in use of trademarks

In the Soap Varieties case, the defendant in the first instance
running the EC mall is not regarded as an agent of the action
of using the trademark for goods arranged for sale on a
webpage which is linked from an advertisement and created
based on tenant shops' webpages. If the defendant, however,
has become aware of the fact that this infringes the trademark
serving to identify the source of goods, the defendant should
bear a certain responsibility.

For the Internet, in addition to those doing activities such
as providing information and selling goods directly by
themselves on the Internet, those managing bulletin boards,
SNS, and the like, those running EC malls, and those providing
search services and advertising services are indispensable
for providing an infrastructure for the online activities. By
way of example, listing advertising is not implemented by
an advertiser only. Rather, a search engine agent establishes
an advertising system, and the advertiser specifies keywords
or the like based on the advertising system for providing
advertisements.

As seen from the above, Internet activities are supported by
agents providing an infrastructure for providing information
and selling goods, for example, and such agents are in the
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position capable of managing services. For use of trademarks
on the Internet, therefore, which party is substantially an
agent of a certain activity, and which party bears a legal
responsibility to what degree, are likely to be at issue.

5. Conclusion

This paper has discussed some points that are particularly
likely to be at issue, with reference to the determination in
judicial precedents of whether a trademark in question is
infringed by a certain use of the trademark specific to the
Internet.

Trademarks on the Internet still serve to identify the source
of goods/services, and whether the function of a trademark of
identifying the source of goods/services is infringed or not is
still a most important point at issue. In view of characteristics
peculiar to the Internet, it is important to study the use of
trademarks in light of such characteristics.

In addition to the aforementioned characteristics, the
Internet has features such as "easy to offer information" and
"crossing national boundaries." Anyone can offer information
through SNS. Under the circumstances, companies can expect
word-of-mouth advertising effects. Inappropriate displays of a
trademark, however, are likely to increase the risk of trademark
dilution. Moreover, trademarks are legally treated differently
in different countries due to issues of sovereignty and
territoriality, which may involve a challenge of how the cross-
border use of trademarks on the Internet should be treated. It
is therefore necessary for experts specializing in trademarks to
keep a close watch of various manners of trademark use and
interaction on the Internet, considering the Internet's special
characteristics.
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Queen of JPOP and
My College Life

Asuka YAMADA

Translator

ast year, Hikaru Utada, a queen of JPOP, had a
L concert tour for the first time in 12 years. | was lucky
to win a ticket for it.

I was standing in the arena, very excited to hear her
songs live for the first time. As the concert began, a
spotlight was cast on her, and she elicited a wave of
excitement in the crowd of young and old. She began
with a few songs from her latest album that | was not
familiar with very much, and then sang songs from the '90s
that | listened to hundreds of times back decades ago.

| first knew her when | was a freshman at a small college
in Kansas, USA, where there were no mountains, no rivers,
just a boundless flat land with magnificent sky. My college
life there was going back and forth between the dorm and
classrooms everyday. | was struggling to survive there with
English, classes, and the foreign culture.

Just after the winter semester begun, one of my
Japanese friends, Yoshi, handed me a copy of her song,
saying that there is a huge hit song by a 15 year-old song
writer in Japan now.

A few days after the talk with Yoshi, | was alone, sitting
on a bench before the dorm around 9 pm with a music
player. A quiet Monday nightin early January. | put
earpieces on and hit the "Play" button. A song started
playing with a mellow sound of a synthesizer, along with
her clear, a bit fragile voice. It was when [ first listened to
"Automatic." The song was surrounding me and blended
well with the calm starry sky of the winter that night.

During her concert, | was so absorbed in her
performance, wishing that it would last forever. The
crowed called for an encore, and she and the band came
back onto the stage. There she sang "Automatic." All of a
sudden, | was taken back to that winter night | first listened
to that song, and overwhelmed with the emotions that
came back from my college life. | was by myself in the US
to make a difference to my life.

Two decades have passed since her debut, since | was
nobody. Her song "Automatic" reminds me of the feeling
of struggle that | had in my college days that brought me
up here.
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Special Classes on

Intellectual Property

Yoshinari ONO

Trademark / Law Division

he Kansai Branch of the Japan Patent Attorneys
T Association offers educational programs on
intellectual property rights to students from elementary
school through high school. These visiting lectures deal
with intellectual property, and several attorneys in our
office provide lectures every year.

Two types of classes are offered to elementary school
students — an intellectual property class and an invention
and handicraft class — both of which are designed to be
especially appealing to children. The intellectual property
class begins with an introduction of an invention and also
includes a skit involving the teacher of the class. The
primary goal of the class is for the students to learn the joy
of inventing as well as to become aware of the system of
protecting inventions. In the invention and handicraft
class, students actually invent using paper plates, paper
cups, and marbles. These visiting lectures for elementary
schools are extremely popular, and requests for these talks
are made from about fifty schools every year.

| provide lectures at elementary schools several times
every year. And each time | have received enthusiastic
responses from many students, while being overwhelmed
by the creativity of the children who present their unique
ideas. Thus | end the class with a very positive feeling
every time. Occasionally, the children propose an
ingenious solution which exceeds my expectations, and
the immense creativity of children surprises me.

I'm engaging in this activity with my desire to teach the
fun of inventing to children as well as the rules prohibiting
copying. Meanwhile, | receive positive stimuli from the
children, something that | cannot achieve from my routine
work. This is a great opportunity for me to re-examine my
work concerning the protection of intellectual property
rights from a different mindset. | will continue this activity
with the hope that Edison-like inventors will emerge,
preferably from my neighborhood.
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E Effective Business Letter Writing

Gerald Thomas MCIArb
Director of Foreign Affairs - Fukami Patent Office, p.c.

Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill developed by learning the theory of professional style and having frequent practice. In
this volume | would like to explain a few terms that tend to be misused by Japanese writers of English.

"Especially”, "Meanwhile" and "In the meantime"

In my daily review of correspondence from my Japanese colleagues, | frequently come across cases where a writer is
using a colloquial English term in an unnatural or incorrect way. The three terms above fit this category and | would like to
explain them below.

"Especially"

One example is when a Japanese attorney wants to make a general statement, followed by connection to the specific
situation in the subject case. Oftentimes it reads like this:

"Feature A and Feature B of the subject application are unobvious from the cited references. Especially, there is no
motivation for those skilled in the art to derive Feature B from cited reference 1 and/or cited reference 2.

The writer's intent is to use "Especially” to focus on a very specific point or example to support the position stated in the
previous sentence. Unfortunately, in this case | must inform the writer that the use of "Especially" is incorrect, since it is an
adverb, which modifies an adjective, verb or other adverb, and it usually means "very" or "to a great degree". "Especially" is
used correctly in the following:

"July is especially hot in Japan." "This examiner is especially strict regarding formality requirements."

In the case of my colleague above, | would recommend that he replace "Especially" with "In particular”, as in:

"Feature A and Feature B of the subject application are unobvious from the cited references. In particular, there is no
motivation for those skilled in the art to derive Feature B from cited reference 1 and/or cited reference 2.

"Meanwhile" and "In the meantime"

As my second example, | sometimes see Japanese writers using "meanwhile" or "In the meantime" in business letters. It
seems that this expression is seen as equivalent to Japanese expressions similar to "Now, .. " or "To continue..." and is used
in a sentence like:

"In the meantime/Meanwhile, please find our cost calculation below."

| explain to the writer that the usage above is incorrect and that "meanwhile" is an adverb to mean "at the same time"

and that "meantime", as used with the phrase "In the meantime", is a noun with the same basic meaning. Usually, in cases
such as the above, | recommend to simply delete the incorrect portion as it is unnecessary and adds nothing to the
meaning of the sentence.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
fifteen years. As the Director of Foreign Affairs he supervises the quality of English communications between Fukami Patent Office and
its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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